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Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claim 11-23, are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claim 11, discloses a document configured to enable tracking comprising a 
unique identifier, digitally encoded material associate with the unique identifier, and one 
or more built-in functions coupled to the digitally encoded material, the built-in function 
to govern transform and rendering of digitally encoded material. For a claim to be 
statutory it must be a process, machine, manufacture or composition of matter. The 
claim as read can be considered by one of ordinary skill in the art as a document per se, 
and therefore does not appear to be a process, machine, manufacturer, or composition 
of matter. 

Dependent claims 12-15 are rejected; as they are also contain non-statutory 
subject matter. 

Claim 16, discloses a computer readable medium computer-executable 
instructions to perform acts for storing digitally encoded material, the acts comprising 
associating a unique identifier with the digitally encoded material and associating one or 
more built-in functions with the digitally encoded material such that the unique and the 
built-in functions are coupled to the digitally encoded material, the built-in functions 
govern the transform and rendering of digitally encoded material. For a claim to be 
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statutory it must have a useful, concrete and tangible result. The claim as specified in 
the specification on paragraph 16, lines 19-23 include an intangible medium such as 
carrier wave. While a carrier wave is a real entity, it is not tangible in the same sense 
that a floppy diskette would be considered tangible, because it is an ephemeral pattern 
imposed upon intangible energy. 

Dependent claims 17-23 are rejected; as they are also contain non-statutory 
subject matter 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-23 are rejected under 35 U.S.C. 102(e) as being anticipated by Levy et 
al. (2002/0186844 A1). 

Regarding claims 1,11 and 16, Levy discloses a method of storing digitally 
encoded material, the method comprising; associating a unique identifier (para. 0009, 
lines 9-12) with digitally encoded material (para. 0006, lines 1-16); and associating one 
or more built-in functions with digitally encoded material such that the unique identifier 
and the built-in functions are coupled to the digitally encoded material, the built-in 
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function are coupled to the digitally encoded material (the prior does not use the 
wording of built-in function, however the prior art uses wording such as usage rights, 
license or usage rules to define the built-in function of which the applicant is referring to 
(para. 11, lines 1-16). 

Regarding claims 2 and 17, Levy discloses the method further comprising; 
associating a history of the digitally encoded material with the digitally encoded material 
(the limitation of associating a history with the digitally encoded material is implicitly 
disclosed in the prior art as the prior art is monitoring and tracking the how many times 
the content is used (para. 0044, lines 1-10). 

Regarding claims 3, 18 and 23, Levy discloses the method further comprising; 
associating a history of the digitally encoded material, the wherein the history being 
located in a database (para. 0065, lines 1-7). 

Regarding claims 4 and 19, Levy discloses the method wherein the built-in 
function includes one or more of Copy or Paste and Print (para. 0011, lines 14-16). 

Regarding claims 5, 12 and 20, Levy discloses the method wherein the 
associating the built-in functions with the digitally encoded material enables the digitally 
encoded material to be stored in RAM in an encrypted form (para. 0070, lines 1-10). 

Regarding claim 6 and 21 , Levy discloses a method for tracking digitally encoded 
material, the method comprising appending a unique identifier to the digitally encoded 
material (para. 0065, lines 2-5; para. 0025, lines 10-12); encrypting a combination 
including the digitally encoded material and the unique identifier (para. 0025, lines 8- 
11); and appending built-in function source code and the encrypted combination to form 
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an executable entity capable of being executed independent of an particular operating 
system (para. 0025, lines 1-8). 

Regarding claim 7, Levy discloses the method wherein the built-in functions 
include one or more of copy paste and print (para. 0025, lines 4-7). 

Regarding claims 8 and 13, levy discloses the method wherein the built-in 
functions include rendering functions and transform functions (para. 0026, lines 1-7). 

Regarding claims 9 and 14, Levy discloses the method wherein the rendering 
functions include one or more of a close, find shape, full screen, go to guide, help, open, 
order pan, properties, reveal, rotate/flip, search, select, size, and position, spell check 
and zoom (para. 0026, lines 1-7; para. 0051). 

Regarding claims 10 and 15, levy discloses the method wherein the transform 
function include one or more of copy, DRM agent, encrypt/decrypt, export, insert, log, 
new, paste, print, replace, save as (para. 0026, lines 1-7; para. 0011-12). 

Regarding claim 22, Levy discloses the computer read-able wherein the acts 
further comprises, tracking the digitally encoded material by maintaining an auditable 
document history log (the limitation of an auditable document history log is implicitly 
stated by the prior art, as the an identifier is used to track content usage, therefore the 
tracking of the content would have to log, so that it may be tracked (see abstract). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Esteve Mede whose telephone number is 571-270- 
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1594. The examiner can normally be reached on Monday thru Friday, 8:30-5:00 PM, 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on 571-272-3865. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Esteve Mede 
em 

June 6, 2007 




